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1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on 4/25/08 has been entered. 

Currently claims 61-71 remain pending with claim 72 being newly added. 
The examiner will address applicant's remarks at the end of this office action. 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

3. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 1 03(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 
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4. Claims 61-72 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Li (6609050) in view of Wong (5432904) in view of Morrell (4745602) and 
further in view of LoBiondo et al. (5305199). 

For claims 61 ,63,64,66,67,69,70,71 ,72, Li discloses a system and method 
for administering warranty services and repair services for equipment such as 
automobiles. Li discloses a user terminal 80 that is used to send error code 
information to a management server. The user terminal 80 is disclosed as being 
the computer at the home of a person or a computer at the location of service, 
see column 3, lines 43-48. The claimed failure code transmission unit is satisfied 
by the fact that the user terminal 80 has software and hardware that allows data 
to be sent to the management server regarding the problem that needs to be 
fixed (via a network as claimed). Li discloses a management server that has a 
storage unit in the form of databases 93 and 94 (col. 4 , lines 26-33). The 
databases store information about customer owned equipment such as their 
vehicles. The check unit that is adapted to check whether or not certain 
equipment is under warranty or not is 41 . See column 4, lines 26-28 and column 
6, lines 49-51 . This determination inherently involves the use of the customer 
database as claimed. The estimation unit that can calculate a repair estimate fee 
is disclosed in column 8, lines 6-23 and figure 23. On the basis of a code, such 
as "002", the standardized hours for this service are retrieved, which is what the 
repair estimate is based on. Because the estimate for the repair is disclosed as 
being generated, and because a repair estimate inherently includes the cost of 
any parts needed to do the repair, it is inherent that there is a determination unit 
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that determines the "price of the equipment" by looking it up in a database as 
claimed (in a party specifying table). This is a part of the repair estimate process. 
The transmission unit (claims 61-63) that is adapted to transmit certain 
information to the user via a network is the hardware and software of the system 
of Li that outputs data to the terminal of a user, such as the person requesting or 
viewing the estimate data that the system provides. Li necessarily has a data 
transmission unit (i.e. data ports, a modem, software for data transfer, etc.). To 
the extent that the language of claim 61 regarding the transmission unit in the 
apparatus claims defines any structure, Li satisfies that structure because Li 
discloses a transmission unit that transmits data such as a repair fee estimate to 
a user terminal. The transmission unit of Li is fully capable of transmitting the 
claimed types of information and will transmit whatever kind of data it is 
requested to send, which satisfies the "adapted to" language of the claims. The 
kind of data the transmission unit is intended to transmit is not defining any 
further structure to the claimed system or to the claimed transmission unit, other 
than the ability to transmit this kind of data. The data is sent over a network as 
claimed. 

Not disclosed is that there is a determination unit that determines whether 
or not a ratio of the repair fee estimate to the "specified price" {the price for a new 
part) is a predetermined value or more (this applies to all independent claims). 
Not disclosed is the step of transmitting a method of recovering an article to be 
repaired and a type of method for delivery of the article as claimed. Also not 
disclosed is the fact that the equipment that is being checked is a printer and that 
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the failure code is received from the printer. Also not disclosed is that the central 
server has a transmission unit that can determine whether or not a contract for 
service exists, and if there is a contract then an automatic reordering occurs and 
if there is not a contract, the server will determine and transmit an ink purchase 
request as has been added to the newly amended claims. 

Wong discloses an equipment repair estimating system that provides 
estimates for auto repairs. Wong discloses that the system has the ability to 
compare the cost for repairing a particular part to the cost of replacing the part to 
see which one is cheaper and to see which one is a better decision. It would 
have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the system of Li with a determination unit that determines 
whether or not the cost of a repair is greater than a predetermined fee, such as 
the cost of a replacement part, so that it can be seen which is cheaper. If it costs 
more to repair something than to simply replace the part, one would surely want 
to have the part replaced, because the cost is cheaper and you get a totally new 
part. The output of this analysis would be the cost to repair versus the cost to 
replace, which satisfies the claimed limitation of the transmission unit being 
adapted to transmit information about a repair estimate and new products (the 
new part itself). With respect to the recitation that it is a ratio that is being 
compared, one of ordinary skill in the art would have recognized that one could 
do the comparison step of a repair to a replacement by either comparing the 
costs outright, or by using a ratio, where if the value of the ratio is less than 1 , 
this indicates that the repair costs less than a replacement. This is just another 
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mathematical way to compare the two numbers and is something that would 
have been obvious to one of ordinary skill in the art. 

With respect to the recitations in section 1) and 2), the examiner has 
already addressed the transmission of the information about the repair fee 
estimate and the new products information. Not disclosed is the step of 
transmitting a method of recovering an article to be repaired and a type of 
method for delivery of the article as claimed. It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to not only provide 
the repair estimate and the information on how much a new part costs, but it 
would have been obvious to also provide other types of information to the 
customer, such as how one can go about having their equipment repaired 
(satisfies the "method for recovering an article to be repaired), when it may be 
done (method for delivering), etc... One of ordinary skill in the art would 
appreciate and understand that other types of information can also be displayed 
to the user. Applicant is attempting to define over the prior art by the information 
that is being displayed to the customer and that is not being further used in any 
other method step. This seems to be a recitation that is directed to non- 
functional descriptive material due to the fact that the method for recovering or 
method for delivery is never really used any further in the claims. It is not proper 
to give patentably distinguishing weight to data that is just different from the prior 
art but that is also not even used in the claims in any further manipulative steps, 
although this data has been considered by the examiner to the extent that it is 
directed to non-functional descriptive material. The examiner has set forth an 
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obviousness statement, but at the same time believes this language to be non- 
functional descriptive material that does not serve as a limitation. 

With respect to section 3), not disclosed is that if the equipment is under 
warranty, window information is transmitted for displaying a type of method for 
recovering the article and a method for delivery for the repaired article, without 
transmitting the repair fee estimate. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to not send the repair 
estimate as part of the information when the equipment is covered under 
warranty. If it is covered under warranty, as far as the customer is concerned, 
the repair cost is information of little value because the cost is covered due to the 
fact it is under warranty. Also, when the equipment is covered under warranty, it 
would have been obvious to one of ordinary skill in the art at the time the 
invention was made to also provide other types of information to the customer, 
such as how one can go about having their equipment repaired (satisfies the 
"method for recovering an article to be repaired), when it may be done (method 
for delivering), any special warranty information such as deductibles, etc... One 
of ordinary skill in the art would appreciate and understand that other types of 
information can also be displayed to the user. Applicant is attempting to define 
over the prior art by the information that is being displayed to the customer and 
not being further used in any other method step. This seems to be a recitation 
that is directed to non-functional descriptive material due to the fact that the 
method for recovering or method for delivery is never really used any further in 
the claims. It is not proper to give patentably distinguishing weight to data that is 
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just different from the prior art but that is also not even used in the claims in any 
further manipulative steps. The examiner has set forth an obviousness 
statement, but at the same time believes this language to be non-functional 
descriptive material that does not serve as a limitation. 

With respect to claiming that the equipment is a printer, it is widely known 
and the examiner takes "official notice" of the fact that equipment such as 
printers are provided with warranties. Having a warranty for a computer printer is 
very well known in the art as well as the fact that just about every product sold in 
the marketplace comes with some sort of warranty. Cars come with warranties. 
Computers come with warranties. Printers come with warranties. Modems come 
with warranties, etc.. This is nothing new. One of ordinary skill in the art would 
recognize and appreciate that the warranty method disclosed by Li can be 
applied to other types of products other than automobiles, with the same results 
being expected. Any product that has a warranty and that may need to be 
repaired can be used with the warranty system of Li. This would still allow the 
benefits of the system of Li to occur. This is just using the system of Li for a 
different type of product other than automobiles. Any product that comes with a 
warranty can be used with the system of Li to check on warranty coverage and 
repair costs. Morrell discloses a printer that is able to display error codes to 
indicate errors to the user. The front panel 70 is used to display error codes, see 
column 3, line 45 to column 4, line 2. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the system of Li 
(combined with Wong as set forth by the examiner) for printers so that the 
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benefits that the warranty system of Li provides can be realized with equipment 
such as printers. The results that the system of Li provides would be expected to 
be the same and the results are not dependent on the fact that Li discloses 
automobiles instead of printers. Also, as disclosed by Li, error codes are used 
and error codes are well known with the use of printers as is evidenced by 
Morrell. For one of ordinary skill in the art to take the system of Li (combined 
with Wong) and simply use it with another type of product, such as printers, is 
something that would have been obvious and is not seen as involving more than 
ordinary skill in the art. This is just using the system of Li (as modified) for a 
different type of product that also uses and has error codes. When the printer 
displays the failure code, this code can be transmitted to the management server 
for warranty processing. 

With respect to the newly added claim limitations regarding the second 
transmission unit checking to see if a contract exists, and the two manners 
claimed by which the ordering can occur, etc., LoBiondo discloses a system 
where printers are tracked by a server (20) and the system can automatically 
reorder or manually affect the reordering of consumables such as toner or ink 
(see column 2, lines 41-49). Column 1 , lines 46-52 disclose that the system can 
provide for remote automatic ordering or can provide for semi-automatic ordering 
(where the user is queried as to whether or not an order should be placed). In 
both cases the order can be transmitted to a reorder location (delivery company 
of the claims) by using communication module 26 (column 4, lines 17-28). The 
server is 20, which is a computer/microprocessor and satisfies the limitation of a 
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server, see column 2, lines 41-49). Column 3, lines 1-15 discloses that various 
individual printers are networked by communication links to server 20 so that 
tracking of consumables can occur. Column 4, lines 1 7-28 disclose that the 
order can either be automatically placed by the server via communication module 
26 or a message can be displayed to the user to inform them that it is time to 
order toner or ink and upon confirmation by the user the order will be sent to the 
delivery company. The examiner considers LoBiondo to disclose that it is known 
in the art to have a server track printer data via a network, where the server can 
and does automatically order more ink/toner or can alter the user to the fact that 
an order should be placed and then will transmit the order. This is representative 
of what is known in the art for printers. It is well known that toner or ink ordering 
can occur automatically or can occur manually by altering the user, in both cases 
by the use of a network to contact a delivery company. When using the system 
of Li for printers as the 103 rejection of record to this point satisfies, it would have 
been obvious to one of ordinary skill in the art to provide the system with the 
further ability to either automatically reorder ink or to manually alter the user to 
the fact that ink is needed as is claimed. With respect to the claim language and 
with respect to checking to see if a contract exists, the examiner believes this 
language is directed to non-functional descriptive material. No contract is really 
part of the claimed scope and all that is being done is a check to see if some 
condition is present or not, if it is then you do A, and if it is not you do B. In this 
case A and B are both known in the art. The actual thing that is checked by the 
server may just be whether or not a particular data field is a 1 or a 0, where 1 
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represents that there is a contract and 0 represents that there is not a contract. 
The contract itself is non-functional descriptive material. As far as providing the 
server with the ability to check to see if an automatic reorder should occur or if it 
should be determined if there is a purchase request desired (the user should be 
asked first manual by asking them to confirm that reordering is desired), it would 
have been obvious to one of ordinary skill in the art to provide the system with 
the ability to do both an automatic reordering or a semi-automatic reordering 
(asking user to confirm) and to allow the user to select which one they want to 
use. This would be the same as what is claimed because the server would 
check to see if the user has specified automatic or semi-automatic reordering 
should occur. The fact that the existence of a service contract is what is checked 
for is directed to non-functional descriptive material. This is just checking for 
some condition in a generic sense and the contract is not part of the claim scope 
in a positive sense. What applicant has added to the claims is already known in 
the art and is not well know to one of ordinary skill in the art. 

With respect to the language concerning the checking to see if a contract 
exists, if one does not consider this to be non-functional descriptive material, the 
examiner further notes that it is well known in the art to enter into a service 
contract with some specific company for the purposes of servicing equipment, 
including printers and copiers. This is nothing new. One of ordinary skill in the 
art would be aware of the fact that service contracts exist and to enter into one 
for the servicing of printers is something that is obvious to one of ordinary skill in 
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the art. Servicing of any kind of equipment can be handled by a service contract 
so reciting this for printers is obvious to one of ordinary skill in the art. 

For claims 62,65,68, Li inherently has a table specifying parts as claimed, 
this was addressed with respect to claim 61 . Not disclosed is that the estimation 
unit looks up a delivery date specifying table. This is interpreted to be the act of 
determining whether or not a particular part is in stock or not, which indicates the 
delivery date to the customer. If the part is in stock, then the repair could 
potentially be done the same day, whereas if the part needs to be ordered, it may 
take a day or more to obtain the necessary part, which would also depend on the 
part needed. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have the system of Li determine the "delivery 
date" of a part by determining if the part is in stock or not. This satisfies what is 
claimed. 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Coons et al. (6832250), Benjamin et al. (61 13208), and 
Haines et al. (6233409) disclose printers and automatic and manual reordering of 
consumables such as toner and ink. 

6. Applicant's arguments with respect to claims 61-72 have been considered 
but are moot in view of the new ground(s) of rejection. With respect to the 
argument concerning no motivation to combine the references, this is taken as 
just a general allegation of patentability. No real discussion as to why they are 
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not combinable has been provided. This is just a general allegation with no 
explanation of how the references teach away from each other, or how the 
modification would destroy the primary reference, etc.. This is not persuasive. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Dennis Ruhl whose telephone number is 571- 
272-6808. The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janice Mooneyham can be reached on 571-272-6805. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
/Dennis Ruhl/ 

Primary Examiner, Art Unit 3689 



